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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1, 2, 3, 4, 5, 7, 9, 10, and 20 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Okubo et al (US Patent 5,480,596). 

2. Claim 1 describes an apparatus comprising of a drum with surface having a 
predetermined pattern of protrusions for embossing and a radiation source. This is 
described by the prior art on column 5 lines 2-6 and lines 17-21 and in Figure 1 
identified with number 3. Claims 2, 3, 4, and 20 teaches the presence of a dispenser for 
dispensing a liquid for softening the surface of the polymer layer, a liquid polymeric 
material that can be hardened by radiation and a dye. The prior art teaches the 
presence of such a dispenser on column 5 lines 7-13, column 6 lines 54 - 66, column 7 
lines 1-14 and is shown on Figure 1 identified with the numbers 9, 10 and 1 1 . Claim 5 
describes a backing roller that presses the elongated linear polymer layer against the 
drum which can be seen on Figure 1 of the prior art items numbered 8 and 14. Claim 7 
describes a deposition source for applying an optical recording layer which is described 
in the prior art on column 8 lines 16-25 and seen on Figure 3 item numbered 35. 
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Claims 9 and 10 describes the patterns on the surface of the drum which is anticipated 
by the prior art on column 6 lines 1-4. 

3. Claims 1 1 , 1 2, 1 3, 1 4 and 1 6 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Norden (WO 97/14142). Claim 1 1 describes the process of 
manufacturing pre-formatted linear optical data storage media as follow: 

a. Softening a surface of an elongated linear polymer layer 

b. Embossing at least one pattern of optically readable embossment in the 
softened surface using a drum having protrusions 

c. Hardening the embossed surface of the elongated linear polymer layer 
prior to removing the linear polymer layer from the drum. 

Claim 12 limits the first step of the process by dispensing a softening agent onto the 
surface of the polymer layer. Claim 13 applies a liquid polymeric material that can be 
hardened by radiation to the surface of the polymer layer and the embossments are 
made in this layer that can be hardened through radiation. The prior art teaches 
softening the surface with a softening agent (column 5 lines 25 - 29), applying a liquid 
polymeric material that can be hardened by radiation and the embossments are made in 
this layer (column 5 lines 7-10), embossing on the soften surface using a drum with 
protrusions (column 4 lines 18 - 23) and hardening the embossed surface (column 5 
lines 7-16). Claim 14 determines applying an optical recording layer over the pattern 
of optically readable embossments, which is anticipated by the prior art on column 6 
lines 13-15. Claim 16 is also anticipated by the prior art on column 7 lines 5-13 and 
column 8 lines 7-9. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okubo 
et al (US Patent 5,480,596) in view of Norden (WO 97/14142). Okubo states on column 
8 lines 19-20: "The recording layer material can be coated using various printing 
methods" leaving it open for any type of printing method but fails to teach the method 
described in the claim. Such method is described by Norden on column 9 lines 29 - 31 : 
"...the embossed surface of the layer... has been coated with a thin metallic reflection 
layer... In this case, the layer... is comprised of Al, has a thickness of 100 nm, and has 
been deposited using Vacuum Vapour Deposition." It would have been obvious with 
ordinary skills in the art to use a vacuum chamber described by Norden in Okubo's 
apparatus to eliminate possible contamination by the environment. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okubo et 
al. (US Patent 5,480,596) in view of Takakuwa et al. (US Patent 6,162,519). Claim 8 
describes the presence of an "optical head array adapted to write recording marks in the 
optical recording layer..." While Okubo does teach the coating of an optical recording 
layer (column 8 lines 16-20) it fails to teach a method to write recordings marks using 
an optical head array. Takakuwa teaches a method to write recording marks using a 
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"...pattern based on desired data using a laser cutting machine" (column 13 lines 12 - 
15). Therefore It would have been obvious to someone with ordinary skills In the art to 
add an optical head array like the one described by Takakuwa in Okubo's apparatus to 
write recording marks on the recording layer. 

6. Claim 15 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Norden 
(WO 97/14142) in view of Takakuwa et al. (US Patent 6,162,519). Norden teaches the 
method to form an optical recording layer (column 6 lines 13 - 15) but fails to teach a 
method to form recording marks in the optical recording layer. Takakuwa teaches about 
an optical disk in which comprises "...a data recording surface which is formed 

on. ..substrate and on which bumps have been formed based on prescribed data..." 
(column 13 lines 65 - 67). Therefore it would have been obvious for someone with 
ordinary skills in the art to add the method described by Takakuwa as an additional step 
for the method of forming an optical recording layer described by Norden. 

7. Claims 17, 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norden (WO 97/14142) in view of Okubo et al. (US Patent 5,480,596). Claims 17 
and 18 deschbes the protrusions created dunng the embossment process. This process 
is taught by Norden (column 4 lines 18-23) but fails to describe the protrusions and 
information on the protrusions. Okubo teaches about the description of the protrusions 
and Information provided by the embossments (column 6 lines 1 -4). Claim 19 states 
that a recordable layer is embedded into the polymer layer simultaneous with the 
embossment. Norden teaches the method to create the embossments but falls to affirm 
if the recordable layer is embedded into the polymer layer simultaneously with the 
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embossment. Okubo, using his apparatus (shown in Figure 1), teaches that the 
recordable layer 9 embedded into the polymer layer 1 simultaneously with the 
embossment. Therefore it would have been obvious to someone with ordinary sl<ills in 
the art to use the apparatus described by Okubo for the process described by Norden 
so that the protrusions in Okubo's apparatus could provide the information needed in 
Norden's methodology for the manufacturing of the final product. Also Okubo's 
apparatus is capable of simultaneously embed the recordable layer into the polymer 
layer with the embossment. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHEL RIVERA whose telephone number is (571 ) 
270-7655. The examiner can normally be reached on Monday - Thursday 7:30am - 
6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. R./ /Milton I. Cano/ 

Examiner, Art Unit 41 22 Supervisory Patent Examiner, Art Unit 41 22 



